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RECEIVED 

Serial No. 10/733,380 1 CENTRAL FAX CENTER 

Docket No. FJ-2003-046-US i am <i c omv» 

(mas 018) JAN 2 6 2007 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 
Koki Okamura 

Serial No.: 10/733,380 Group Art Unit: 2164 

Filed: December 12, 2003 Examiner: Sathyanaraya R, Pannala 

For: FILE TRANSFER PROGRAM 

Honorable Commissioner of Patents 
Alexandria, VA 223 1 3-1450 

STATEMENT OF SUBSTANCE OF THE INTERVIEW 

Sir: 

Please review and enter the following remarks summarizing the telephonic 
interview conducted on December 27, 2006: 

REMARKS 

As a preliminary matter, Applicant's representative would like to thank the 
Examiner for courtesies extended in the telephone interview conducted on December 27, 
2006. 

An Examiner*? Interview Summary Record (PTOL-41 3) was mailed by the 
Examiner on January 5 : 2007. 

Applicant submits this Statement to comply with the requirements of M.P.E.P. § 
713.04. 

In the interview, the following was discussed: 
A. Identification of claims discussed: 
Claims 1-14. 
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B. Identification of rejections discussed: 

Claims 1-14 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Allam in view of Pruett 

C. Identification of principal proposed amendments; 

None. 

D- Brief Identification of principal arguments: 

In the Response to Arguments of the present Office Action, the Examiner states 
that the "declaration filed on 9/5/2006 under 37 CFR 1 .1 31 has been considered but is 
ineffective to overcome the Allam (USPA Pub. 2004/0139400) reference because of the 
following reasons: 

The proposed reply filed on 9/5/2006 has not been entered because 
it is unsigned. 

The declaration does not contain the invention disclosure statement 
correlating to the claims, 

The declaration does not contain explanation of the contents of the 
invention disclosure document." 

1) First , Applicant's representative noted that the Amendment filed on 
September 5, 2006 specifically noted that the un-executed declaration under 37 C.F.R. § 
1.131 was being filed to expedite the Examiner s consideration of the application^ and 
that the executed declaration would be filed upon receipt from the inventor (see 
Amendment under 37 C.F.R. § 1.1 1 1 filed on September 5, 2006, at page 1 U lines 4-8). 

Accordingly, the executed Declaration under 37 C.F.R- § 1.131 was filed in the 
USPTO via facsimile on November 14, 2006 , as evidenced by the PTO facsimile filing 
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receipt, and the 'Transaction History" and "Available Documents" obtained from the 
USPTO PAIR site. 

As indicated on the PAIR site. Applicant's representative noted that the present 
Office Action was entered on November 24. 2006 . and mailed on November 27. 7006 . 
which was after the filing of the executed Declaration under 37 CF.R. § 1 . 1 3 1 on 
November 14. 2006 . 

Thus, the Examiner properly should have entered and considered the executed 
Declaration, which was filed on November 14. 2006 . prior to issuing the present Office 
Action. 

Indeed, since the un-executed Declaration and the executed Declaration were 
identical, except for the inventors' signatures, sufficient time clearly was available to 
enter and consider the executed Declaration prior to entering the Office Action on 
November 24, 2006, and subsequently mailing the same on November 27, 2006. 

It was noted that the Examiner has considered the content of the unexecuted 
Declaration, although the subsequently filed executed Declaration was not entered. 

2. Second, with respect to the Examiner's allegation that the "declaration does 
not contain the invention disclosure statement correlating to the claims," it was noted that 
the Declaration under 37 C.F.R. § 1.13 1 clearly includes a statement that the inventor is 
the sole inventor of the above-identified application (see Declaration under 37 C.F.R. § 
L131, at numbered paragraph (I)). Clearly, since Applicant is the sole inventor of the 
present application, the Applicant is the sole inventor of all of the claims of the present 
application. 

Moreover, Applicant's representative pointed out that paragraph 5 of the 
Declaration clearly states that: 
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5) The contents of the enclosed "Invention Disclosure 
Documents" (Exhibit !) have been incorporated into the 
specification of the present invention, upon which claims 1 ■ 1 4 are 
based . ~ " — ~ 

Moreover, Applicants representative argued that all of the requirements for filing 
a Declaration under 37 C.RR. § 1.13] have been met by the present Declaration (e.g., see 
37 CF.R. § 1.131; see also 37 CF.R. § 1.68; sec also M.PJE.P. § 715). 

It is noted that 37 CF.R. §1.131 states that: 

(a) When any claim of an application or a patent under reexamination is 
rejected, the inventor of the subject matter of the rej ected nlnim the owner of 
the patent under reexamination, or the party qualified under §§ 1 .42, 1,43, or 

1 .47, may submit an appropriate oath or declaration to establish invention of 
the subject matter of t he rejected claim prior to the effective date of the 
reference or activity on which the rejection is based. The effective date of a 
U.S. patent, U.S. patent application publication, or international application 
publ ication under PCT Arti cle 2 1(2) is the earl ier of its publication date or 
date that it is effective as a reference under 35 U.S.C. 102(e). 

(b) The showing of facts shall be such, in character and weight, as to 
establish r eduction to practice prior to the effective date of the reference , or 
conception of the invention prior to the effective date of the reference coupled 
with due diligence from prior to said date to a subsequent reduction to practice 
or to the filing of th e_ application . Original exhibits of drawings or records, or 
photocopies thereof, must accompany and form part of the affidavit or 
declaration or their absence must be satisfactorily explained. 

That is, Applicant must show invention of the subject matter of the rejected 
claims. In this case, the Exhibits submitted with the Declaration show invention of the 
subject matter of the rejected claims. 

Applicant is not aware of a requirement that an invention disclosure statement that 
explicitly identifies the rejected claims must be made for the Declaration under 37 CF.R. 
§ LI 31 to be effective. 

In the interview. Applicant's representative requested that, should the Examiner 
consider this statement to be a requirement of a Declaration under 37 CF.R. 5 1.131. the 



PAGE 1 6/36 * RCVD AT 1/26/2007 5:55:59 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/20 * DNIS:2738300 * CSID:7037612376 * DURATION (mm-ss):08-30 



01/26/2087 17:53 7037612376 MCGINN IPLAW GROUP PAGE 17/36 

Serial No. 10/733,380 5 
Docket No. F.I-2003-046-US 
(MAS.018) 

Examiner is requested to identify the b asis for this requirement in the applicable law, 
rules, or procedures, 

3. Third, in response to the Examiner's allegation that the "declaration does 
not contain explanation of the contents of the invention disclosure document/' it was 
noted that a full English languag e translation of the Invention Disclosure Document was 
submitted as Exhibit 2, together with the Declaration. 

Thus, it is unclear what explanation of the contents of the invention disclosure 
document that the Examiner considers to be missing from the Declaration. 

In the interview. Applicant 's representative requested that, should the Examiner 
consider this statement to bea requirement of a Declaration under 37 C.F.R, 6 1. 131. the 
Examin er is requested to identify the basis for this requirement in the applicable law, 
rules, or procedures. 

4. For the foregoing reasons, Applicant submitted that the Declaration under 
37 C.F.R. §1.131 filed on November 14, 2006 properly should have been entered by the 
Examiner. 

Moreover, Applicant submitted that the Allam reference should be removed as 
prior art, since Applicant has perfected the claim to foreign priority and properly filed a 
Declaration under 37 C.F.R. § I A3 1 showing invention of the subject matter of the 
present application prior to the effective filing date of the Allam reference. 

Applicant reiterated that the § 102(e) date of October 23, 2002 of Allam is one (V) 
month and twenty (20^ davs prior to the filing date of the present application's Japanese 
priority document on December 13, 2002. 

Therefore, Allam should be removed as prior art under 35 U.S.C. § 102(e) because 
Applicant (1) perfected the claim to foreign priority based on JP 2002-361998, which was 
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filed on December 13, 2002, by the filing a verified English translation thereof on 
September 5, 2006; and (2) filed the executed Declaration under 37 C.F.R. § M3i which 
properly swears behind the critical date (i.e„ October 23, 2002) of Album, by establishing 
invention of the subject matter of the present application before the Allam reference's 
effective § 102(e) prior art date of October 23, 2002. 

Applicant submitted that the Declaration properly swears behind the effective 
prior art date of the Allam reference by establishing a reduction to practice prior to the 
effective date of the Allam reference, or in the alternative, conception of the invention, 
coupled with due diligence from just before the effective date of the Allam reference up 
to the constructive reduction to practice of the present application by the filing of the JP 
2002-361993 priority document. 

For the foregoing reasons, Applicant reiterated that the Allam reference should be 
removed as prior art and the Examiner is requested to withdraw these rejections and to 
permit these claims to pass to immediate allowance. 

E. Results of the Interview: 

No agreement was reached, 

F. Conclusion: 

The Examiner is respectfully requested to pass the above application to issue at the 
earliest possible time. 
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It is believed that no petition or fee is required. However, if the USPTO deems 
otherwise, the Commissioner is hereby authorized to charge any deficiency in fees or to 
credit any overpayment in fees to Attorney's Deposit Account No. 50-048 1. 



MCGINN INTELLECTUAL PROPERTY 

LAW GROUP, PLLC 
832 1 Old Courthouse Road, Suite 200 
Vienna, Virginia 22182-3817 
(703) 761-4100 
Customer No. 21254 
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Respectfully Submitted, 




Registration No. 46,672 




Sean M. McGinn, Esq. 
Registration No. 34,386 
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^ LAW OFFICES OF ' 

McGINN intellectual property law group PLLC 

8321 OLD COURTHOUSE ROAO, SUITE 200 

Vienna, Virginia 22182-3817 
TELEPHONE: (703) 761^4100 
facsimile/data; (703) 761-2375; 761-2376 

E-MAIL: ADMIN @ MCGINNIPLAW.COM 
SEAN M. MCGMN SENDER'S E-MAIL: JDRESCH @ MCG IN NIPLAW.COM 

PHILLIP E. MlLLERT 
FREDERICK 6. COOPERRIDERt 
JAMES E. HOWARDt 
JOHN J. DRESCH 
SCOTT M. TULINO 
DONALD J. LECHER 
PETER F. MCGEEt 
JOHN W. FITZPATRICKt 
DONALD A. D J PAUL At 

tMEMBGR OP BAR OTHER THAN VA 

VIA FACSIMTT .F. November 14, 2006 

(Total No- of Pages Transmitted: 13 ) 

SSZXSSZZT*-**"* 11.^:571473*00 
U.S.P.T.O. 

From: John J. Dresch, Esq. z? XT ^ 

h 4 Facsunile No. : 703-76 1 -2375 

U.S. Patent Application No.: 10/733,380 
Attorney Docket No.: FJ-2003-046-US 
Our Reference: MAS.0 1 8 

Dear Examiner Pannala: 

Enclosed for filing i s a Submission of Declaration under 37 C.FR.S1 131 ExhihS* i 
and Exhibit 2 (English translation), in the above-referenced applied whlhlfbeUet 5 to 
place the application in condition for allowance. oeneved to 

Thank you in advance for your kind consideration on this case. 

Very truly yours, 

Jfrfln^ 

JJD/SMM Registration No. 46,672 

Enclosure 
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CERTIFICATE n F TRATVsivr rgQT^ 

I certify that I transmitted via facsimile to (571) 273^8300 the enclosed Submission of 
Declaration under 37 CF.R. § 1.131, Exhibit 1, and Exhibit 2 (English translation), to 
Examiner Sathyanaraya R. Pannala, Art Unit 2164, on November 14, 2006. 
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re^en, esq. 
Registration No. 46,672 
Sean M. McGinn, Esq. 
Registration No. 34,386 
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CENTRAL FAX CENTER 
LAW OFFICES OF JAN 2 6 2007 

McGINN INTELLECTUAL PROPERTY LAW GROUP, PLLC 

A PROFESSIONAL LIMITED LIABILITY COMPANY 
PATENTS, TRADEMARKS. COPYRIGHTS, AND INTELLECTUAL PROPERTY LAW 
8321 OLD COURTHOUSE ROAD, SUITE 200 
VIENNA, VIRGINIA 22182-3817 
TELEPHONE: (703) 761-4100 
FACSIMILEADATA: (703) 761^2375; 761-2376 
E-MAIL*. ADMIN@MC0lNNIPLAW.COM 
SENDER'S E-MAIL: JDRESCH @ MCGINNIPLAW.COM 

SEAN M. MCGINN 
PHILLIP E. MILLERt 
FREDERICK COOPERRIDERt 
JAMES E. HOWARDt 
JOHN J- DRESCH 
SCOTT M. TULINO 
DONALD J. LECHER 
PETER F. MCGEEt 
JOHN W. FITZPATRICKt 
DONALD A. DIPAULA+ 

tMEMBER OF BAR OTHEfl THAN VA 

January 26, 2007 

VIA FACSIMILE 
(Total No. of Pages Transmitted: 36) 

To: Examiner Sathyanaraya R. Pannala Facsimile No. : 57 1 -273-8300 

Group Art Unit: 2164 
U.SJ\T.O. 

From: John J. Dresch, Esq. Facsimile No.: 703-761 -2375 



Re: Enclosed Request for Reconsideration under 37 C.F.R. § 1.1 16, and Statement of 
Substance of the Interview 

U.S. Patent Application No.: 10/733,380 
Attorney Docket No.: F.T-2003-046-US 
Out Reference: MAS,01 8 



Dear Examiner Pannala: 

In response to the final Office Action dated November 27, 2006, in the above application, 
enclosed for filing is: 

1) a Request for Reconsideration under 37 C.F.R- § 1 .1 16, 

2) copies of the previously filed executed Declaration under 37 C.F.R. § 1 .131 and 
Exhibits, and copies of the USPTO PAIR information for the present application, 
and 

2) a Statement of Substance of the Interview, 
which is believed to place the application in condition for immediate allowance. 
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Thank you in advance for your kind consideration on this case. 



Very truly yours, 




JJD/SMM 
Enclosures 



Registration No. 46,672 



CERTIFICATE OF TRANSMISSION 

I certify that I transmitted via facsimile to (571) 273-8300 the enclosed Request for 
Reconsideration under 37 C.RR. § 1.1 16, and copies of the previously filed Declaration under 37 
C..F.R. § 1.131 and Exhibits, and PTO PAIR information, to Examiner Sathyanaraya R. Pamiala, 
Art Unit 21 64, on January 26, 2007. 
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